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Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1, 3, 6, 7, 10, 12-17, and 20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Halonen. 

Regarding claim 1, Halonen discloses a mobile phone(10), comprising: a 
receiver(16) for receiving radio frequency signals; a transmitter(14) for 
transmitting said radio frequency signals (Col.1;59-Col.2;23); a digital 
memory(24) for storing digital data wherein said digital memory includes 
downloaded data with executable software from an external data source 
(Col.4;50-Col.5-25); and a digital processor(18) for processing said digital data 
(Col.4;50-Col.5-25). 

Regarding claims 3, 6, 7, Halonen teaches that a external data source is a 
base transceiving station (30) of a mobile communication system (Col.2;33-36, 
cellular communication system); a keyboard including at least a section wherein 
a layout thereof is defined by said downloaded data (Col.2;62-67 and Col.3;36-52, 
keypad).; a main display(20) including at least a section where dialogues or 
menus are displayed, said dialogues and said menus being provided by said 
downloaded data (Col.2;60-Col.3;14); 
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Regarding claims 10, and 12, Halonen discloses digital memory including 
an electrically erasable programmable read-only memory (EEPROM) (Col.3;56- 
60); said downloaded data defines a menu structure for functions of said mobile 
phone (CoL3;31-55); 

Regarding claim 13, Halonen discloses A mobile communication system 
(Fig. 2-32), comprising: an external data source (Col.1;65-Col.2;1-6); and a 
mobile phone(10), including: a receiver(16) for receiving radio frequency signals; 
a transmitted 14) for transmitting said radio frequency signals; a digital 
memory(24) for storing digital data wherein said digital memory includes 
downloaded data with executable software from said external data source 
(Col4;50-Col.5-25); and a digital processor(18) for processing said digital data; 

Regarding claims 14-17, and 20, said external data source includes a 
base transceiving station of a cellular mobile communication system (Col. 2;33- 
36, see fig. 2-32, Col. 3; 18-30, the mobile communication system can be GSM, 
CDMA, IS-136, or EIA/TIA 627 but not necessarily limited to those listed or any 
one particular type); said downloaded data defines a menu structure for functions 
of said mobile phone (col.3;31-55); external data source is a base transceiving 
station of a mobile communication system (Col. 2;33-36, see fig. 2-32, Col.3;18- 
30). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claim 5 is rejected to under 35 U.S.C 103(a) as being unpatentable over 
Halonen and Averbuch et al in further view of Hall et al. 

Regarding claim 5. Halonen and Averbuch et al describe the mobile phone 
as recited in claim 1 and comprises an interface for an exchange of digital data 
with external devices (See claim 4 rejection above). Averbuch et al does not 
expressly disclose an external digital device including at least a personal 
computer, a database system at the location of a manufacturer or re-seller, or a 
database of an internet data service provider. Hall et al discloses a personal 
computer (Fig.1 reference no.24-25) as his external digital device. At the time the 
invention was made, it would have been obvious to a person of ordinary skill in 
the art to use Halonen and Averbuch et als mobile phone as recited in claim 1 
and 4 in combination with Hall et als' personal computer. One of ordinary skill in 
the art would have been motivated to do this because this would allow updated 
software to be exchanged at home without having to take their mobile phone to a 
service shop (Fig.1). 

5. Claim 8 is rejected to under 35 U.S.C 103(a) as being unpatentable over 
Halonen in view of Allard et al. 

Regarding claim 8, Halonen describes the mobile phone as recited in 
claim 1 (Col.1;59-67 and Col.2;1-23). Halonen describes the mobile phone as 
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recited in claim 7 (Col.2;60-67 and Col.3;1-14). Halonen does not expressly 
disclose a main display showing icons having associated functionality on a touch- 
screen area. Allard et al discloses a main display showing icons having 
associated functionality on a touch-screen area (Col.2;63-67 and Col.3;1-12). At 
the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art to take a mobile phone as described in claims 1 and 7 of 
Halonen and combine it with Allard et al's personal communication device display 
showing icons having associated functionality on a touch-screen area to create a 
mobile phone with a display showing icons having associated functionality on a 
touch-screen area. One of ordinary skill in the art would have been motivated to 
do this because the combination would allow marking of text for certain 
applications and all the functionalities of a mobile phone. See abstract. 

6. Claim 9 rejected under 35 U.S.C. 103(a) as being unpatentable over Halonen in 

view of Valentine et al. 

Regarding claim 9, Halonen describes the mobile phone as recited in 
claim 1 columnl lines 59-67 and column 2 lines 1-23. Halonen describes a 
loudspeaker, which he calls a speaker, and an electronic circuitry connected 
thereto for driving said loudspeaker in col. 2 lines 60-61 and also see Fig. 1. 
Halonen does not expressly disclose downloaded melodies associated with 
functions of said mobile phone. Valentine et al discloses downloaded data 
comprising melodies associated with functions of said mobile phone in the 
abstract. At the time the invention was made, it would have been obvious to a 
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person of ordinary skill in the art to take a mobile phone as described in claims 1 
and 7 of Halonen and combine it with Valentine et al to come up with a mobile 
phone with the ability to download melodies. One of ordinary skill in the art would 
have been motivated to do this because the combination would allow an 
individual to select and download new tones to be used for different call 
scenarios (Col.1;35-40). 

7. Claim 1 1 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Halonen in view of Park. 

Halonen discloses the mobile phones as recited in claim 13 (See claim 13 
rejection above). Halonen does not expressly disclose an internet interface for 
exchanging data with an internet service provider. Park discloses an internet 
interface used to transmit data through a data interface of an occupation system 
for two channels respectively transmitting data so that a wireless internet service 
may be provided to a mobile station at high speed (abstract lines 1-7). At the time 
the invention was made, it would have been obvious to a person of ordinary skill 
in the art to combine the mobile phone as recited in claim 1 with an internet 
interface for exchanging data with an internet service provider. One of ordinary 
skill in the art would have been motivated to do this because the mobile phone 
interface may be configured to exchange digital data with other external data 
sources than those mentioned above (Col.4;61-Col.5;3 of Cronin) 

8. Claims 2, 4, and 18 are rejected to under 35 U.S.C 103(a) as being unpatentable 
over Halonen in view of Averbuch et al. 
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Regarding claim 2, Halonen discloses the mobile phone as recited in claim 
1. See above rejection of claim 1. Halonen does not expressly disclose a mobile 
phone further comprising a digital memory further including pre-stored run-time 
software. Averbuch et al teaches a mobile phone as based on software programs 
stored and executed within wireless communication units. He then goes on to 
say that existing features are improved and new features are developed for 
wireless communication units, new versions of software become available with 
frequency, further disclosing pre-stored run-time software (Col.1 ;13-20). At the 
time the invention was made, it would have been obvious to a person of ordinary 
skill in the art to combine Halonens' mobile phone with pre-stored run-time 
software. One of ordinary skill in the art would have been motivated to do this 
because the software may provide machine functionality (Col.3;37-42 of Cronin). 

Regarding claim 4, Halonen discloses the mobile phone as recited in claim 
1 . See above rejection of claim 1 . Halonen does not expressly disclose a mobile 
phone further comprising an interface for an exchange of digital data with 
external digital devices. Averbuch et al discloses a mobile phone further 
comprising an interface for an exchange of digital data with external digital 
devices (CoL2; 10-23). At the time the invention was made, it would have been 
obvious to a person of ordinary skill in the art to combine Halonens' mobile 
phone with Averbuch et als' interface for an exchange of digital data. One of 
ordinary skill in the art would have been motivated to do this because it would 
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allow a mobile communication system to upgrade the functionality of a mobile 
phone (Col.1;15-17 of Cronin, also note Col.2;12-16 of Cronin). 

Regarding claim 18, Halonen discloses the mobile communication system 
as recited in claim 13. See above rejection of claim 13 by 35 U.S.C 103(a). 
Halonen does not expressly disclose a mobile phone further comprising an 
interface for an exchange of digital data with external digital devices. Averbuch et 
al does disclose a mobile phone further disclosing an interface for an exchange 
of digital data with external devices as shown in the 35 U.S.C 102(b) rejection of 
claim 4 above. At the time the invention was made, it would have been obvious 
to a person of ordinary skill in the art to combine Halonens' mobile 
communication system and combine it with an interface for an exchange of digital 
data with external digital devices. One of ordinary skill in the art would have been 
motivated to do this because a mobile phone connected to a land based 
communication network interface has the ability to receive updated software from 
a server and downloads the updated software to the mobile phone via the 
interface. See col. 2 lines 10-22. 

9. Claims 21, 22, 24, and 25 are rejected to under 35 U.S.C 103(a) as being 

unpatentable over Averbuch in view of Hall et al. 

Regarding claims 21 and 25, Averbuch et al discloses of receiving 
computer software from an external data source (Col. 2; 10-22). He also discloses 
a mobile phone as recited in claim 4. Averbuch et al does not expressly describe 
a system for configuring a mobile phone or a user end tool that facilitates a 
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transfer of downloaded data. Hall et al discloses a system for configuring a 
mobile phone (Col. 1 lines 42-60). He also defines a computer as a user end tool 
via the web that facilitates a transfer of downloaded data in (Col.1;42-60, 
internet). At the time the invention was made, it would have been obvious to a 
person of ordinary skill in the art to combine this method of configuration and 
data transfer via the internet and apply it to a mobile phone such as Averbuch et 
als\ One of ordinary skill in the art would have been motivated to do this because 
it would allow a consumer to readily access the www and customize the display 
and "look and feel" of the mobile phone (Col.1;54-63). 

Regarding claims 22 and 24, Averbuch et al and Hall et al disclose the 
system for configuring a mobile phone as recited in claim 21 . Averbuch does not 
expressly disclose a user end tool including a resource editor and resource 
loader in claim 21 . Hall et al discloses a user end tool including a resource editor 
(Col.2;64-67, Col.3;1-12) and a resource loader (Col.3;63-67, Col.4;1-4). At the 
time the invention was made, it would have been obvious to a person of ordinary 
skill in the art to combine the system for configuring a mobile phone with a user 
end tool including a resource editor and resource loader. One of ordinary skill in 
the art would have been motivated to do this because it allows the user to modify 
and then download the data from an external source (Col.3;53-67 of Cronin). 

10. Claim 23 rejected under 35 U.S.C. 103(a) as being unpatentable over Averbuch 

et al and Hall et al in further view of Coppinger et al. 
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Regarding claim 23, Averbuch et al and Hall et al disclose the system for 
configuring a mobile phone as recited in claim 21 . Averbuch et al and Hall et al 
do not expressly disclose a user end tool including a resource compiler in claim 
21. Coppinger et al discloses a compiler (Col.18;59-67, Col. 19; 1-27). At the time 
the invention was made, it would have been obvious to a person of ordinary skill 
in the art to combine the system for configuring a mobile phone with a user end 
tool including a compiler. One of ordinary skill in the art would have been 
motivated to do this because it allows the downloadable resource to be compiled 
and downloaded via the resource loader (Col.3;65-67 of Cronin). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Wesley L Kim whose telephone number is 703-605- 
4319. The examiner can normally be reached on Monday-Friday 8:00am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Trost can be reached on 703-308-5318. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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